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1624 , 

- The MAILING DATE of this communicati n appears n the cover sheet with the c rresp ndence address • 



Examin r 

Hong Liu 



Applicant(s) 

JOYYOSIETAL. 



riod for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
f,".hLl^ri^\SvfSeS'aS . , 

Failureto reply «fithin the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U^S.C. § 33). 

- ^! reply Ed by ihe Office later than three months after the mailing date of this communication, even ,f timely filed, may reduce any 
earned patent temn adjustment. See 37 CFR 1 .704(b). 

Status 

I )□ Responsive to communication(s) filed on 13 February 2003 . 
2a)E This action is FINAL. 26)0 This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) 0 Claim(s) 1M is/are pending in the application. 
4a) Of the above claim(s) <^fifi Cor)tinuation Sheet is/are withdrawn from consideration. 

5) 0 Claim(s) 94 is/are allowed. 

6) n Claim(s) is/are rejected. 

?)□ Claim(s) is/are objected to. 

8) n Claim{s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or bO objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

I I )□ The proposed drawing correction filed on is: 3)0 approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

1 2) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 1 1 9 and 1 20 

1 3) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 1 7.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 , 

Attachment(s) 

1) □ Notice of RefetBHces Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s) 



1 ) LJ i^O"ce OT Kererences uiea t u-o»^; ' r.. 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Infonnation Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 



U.S. Patent and Trademark Office Part nf Panpr No 12 

PTO-326 (Rev. 04-01 ) Office Action Summary Part ot ^-aper no. i ^ 



C ntinuationShe t(PTO-326) Applicati nN . 09/724,496 

Continuation of Disposition of Clainns: Claims withdrawn from consideration are 3-6,8,10-13,16-19,22,24-26,28-38,40-48,50- 
88 and 90-93. 
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DETAILED ACTION 

Claims 1 -94 are pending in this application. 

This action is in response to the applicants' amendment and reply filed on February 13, 

2003. 

Response to Arguments 

Applicants' arguments filed February 13, 2003 have been fiilly considered but they are 
not persuasive. Rejections to claims under 35 U.S.C. 1 12, second paragraph and 102(b) are 
maintained. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claim Rejections - 35 USC § 112 
The rejection to claims 10, 1 1, and 13 under 35 U.S.C. 1 12, second paragraph, is 
maintained for reasons already made of record in the previous office action. Applicants argue 
that there are representative substituent groups for the definition of "optionally substituted." 
However, these are only examples with a limited number of species. The term "optionally 
substituted," "heterocyclyl," "heteroaryalkyl" in the claim is much broader than the limited 
substituents the specification discloses. Reading a claim in hght of the specification is different 
from reading limitations of the specification into the claim. See In re Prater, 415 F.2nd 1393, 162 
USPQ 541. These claims themselves do not carry the limitation as specified in the specification. 
When the claims having these phrases are given the broadest interpretation, it is still open-ended 
in terms of the nature and nimiber of the substituents. 
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Claim Rejections - 35 USC § 102 
Claims 1, 2, 7, 9, 14, 15, 20, 21, 23, 27, 39, 49, 89 remain rejected under 35 
U.S.C. 103(b) as being unpatentable over Huang et al. (US 5,051,427). Applicants arguments 
have been folly considered but they are not persuasive. Applicants' argue that applicants' viable 
"B" in formula (I) is -0-, -S-, -SO-, S02-, NRl 7-, a chemical bond, thynylene, -C(0)-, 
N(R18)C(0), or -C(0)NR18- whereas Huang's corresponding group is -(C)dRlR2- wherem d 
cannot be 0. In other words, there must be an alkylene group connecting the two rings in Huang. 
While it is true that applicants' "B" definition does not contain an alkylene group, B is not the 
only variable that comiects Ar II and Ar III. When "B" is a bond and "c" or "d" is 1 , the two 
rings can still be linked by an alkylene group. Thus, the reference compounds still anticipate^ 
applicants' compounds. 

Conclusion 

1 THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated fi-om the mailing date of the advisory action. In no event. 
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however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication should be directed to Examiner Hong Liu 
whose telephone number is (703) 306-5814. The examiner can normally be reached on Monday 
through Friday from 8:30 AM to 6:00 PM. If attempts to reach the examiner by the phone are 
unsuccessfiil, the examiner's supervisor, Mukund Shah can be reached at (703) 308-4716. The 
fax phone number for this group is (703) 308-4734 for "unofficial" purposes and the actual 
number for official business is (703) 308-4556. Any inquiry of a general nature or relating to the 
status of this application or proceeding should be directed to the Group receptionist whose 
number is (703) 308-1235. 
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